REMARKS 



Favorable reconsideration is respectfully requested in view of the foregoing amendments 
and following remarks. 

Initially, it is noted that the Examiner has failed to acknowledge the claim for foreign 
priority in item 12 on page 1 of the Action, and also has failed to acknowledge that all certified 
copies of the priority documents have been received. A certified copy of the priority documents 
were filed in the international phase. Enclosed please find a copy of form PCT/IB/304. 

Acknowledgement is respectfully requested. 

Claims 16-17 and 19 are indicated to be withdrawn from further consideration and are 
required to be cancelled on page 2 of the Action. 

Claims 16-17 and 19 are cancelled without prejudice in this amendment. 

Claims 1, 2 and 15 are rejected under 35 USC 1 12, second paragraph, as being indefinite 
for the reasons set forth on page 3 of the Action. 

Claim 1 has been amended to limit Ar to the groups recited in the paragraph beginning on 
line 13 of page 21 of the specification. 

Ring A has been limited to benzene, which is supported by original claim 5, which is 
optionally substituted by 1 to 5 substituent(s) which are recited on page 16, line 34 to page 19, 
line 7 of the specification. 

Claim 1 has furthermore been amended to limit the substituted hydroxyl group of R l to a 
hydroxy group or a C mo alkoxy group, considering the Examiner's indication that hydroxy and 
o-lower alkyl are indicated to be enabled by the specification in the rejection under 35 USC 1 12, 
first paragraph. See the bottom of page 3 of the Action. 

The Examiner points out that the is not included in claim 1 . The absence of 

is caused to have failure to show the full broken line due to an inappropriate line margin 

and/or due to appropriate printer software. The PCT publication correctly shows the 

lines. Accordingly, claim 1 has been amended to correct this problem by replacing the formula 
with that from the PCT application. A copy of claim 1 of the published application is attached 
for the Examiner's information. 

Lastly, claims 2 and 15 have been cancelled with respect to the prodrug. 
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In view of the foregoing, the rejection of the claims under 35 USC 1 12, second 
paragraph, is deemed to be overcome. 

Claims 1-15 and 18 are rejected under 35 USC 112, first paragraph, on the basis that the 
specification is enabling for making the elected group of compounds wherein Xc is O, Xb is 
(CH2) n wherein n is 1 or 2, A is benzene, R 1 is OH or o-lower-alkyl. 

The claims have been amended as suggested by the Examiner. 

Accordingly, this ground of rejection is deemed to be overcome. 

Claims 1-15 and 18 are provisionally rejected on the ground of non-statutory 
obviousness-type double patenting as being unpatentable over the claims of co-pending 
application Serial No. 10/584,481 . 

The Examiner is respectfully solicited to hold this ground of rejection is abeyance. 

Lastly, claims 1-15 and 18 are rejected under 35 USC 103 as being unpatentable over 
Tajima et al, WO 99/1 1255 in view of Kurobe et al, WO 02/083616. This ground of rejection 
is respectfully traversed as applied to the amended claims. 

While claims 1-15 are directed to tricyclic ring structures, the cited references WO 
99/1 1255 and WO 02/083616 both disclose compounds having a bicyclic structure. The basic 
structures of the claimed compounds and the reference compounds are clearly different. Thus 
the present invention cannot be derived or suggested from either of the cited references and a 
combination thereof. 

In addition, the compounds of claims 1-15 and 18 are CPR40 receptor agonists, but the 
compounds of the cited references are PPAR agonists. The cited references are silent on a 
GPR40 agonist activity. 

Thus this ground of rejection is deemed to be overcome. 

Lastly, it is noted that new claims 21-23 are added for additional patent protection and are 
supported by original claims 16, 17 and 19. Furthermore, claim 15 has been amended to include 
a pharmacologically acceptable carrier in conformance with U.S. practice. This amendment is 
supported on page 65, line 1 of the specification. 
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In view of the foregoing, it is believed that each ground of rejection set forth in the 
Official Action has been overcome, and that the application is now in condition for allowance. 
Accordingly, such allowance is solicited. 



WMC/dlk 

Washington, D.C. 20006-1021 
Telephone (202) 721-8200 
Facsimile (202) 721-8250 
May 12, 2008 



Respectfully submitted, 
Tsuneo YASUMA et al. 

By: (jk^A+jM^ 

Warren M. Cheek 
Registration No. 33,367 
Attorney for Applicants 
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